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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provbbns of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for repty specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considared timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
• Any reply recervod by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent temi adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on Apr 1, 2003 



2a) K This action is FINAL. 26)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) 0 Claim(s) 14-22 is/are pending In the application. 

4a) Of the above, claim (s) 78 and 20-22 is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

6) 0 Claim (s) 14-17 and 19 is/are rejected. 

?)□ Claim{s) \ is/are objected to. 

8) D Claims ^ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are a) □ accepted or blD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s} be held in abeyance. See 37 CFR 1 .85(a), 
1 DD The proposed drawing correction filed on is: a)^ approved bjD disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d} or (f). 
alD All b)n Some* c)^ None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. ■ . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
alD The translation of the foreign language provisional application has been received. 

15) K Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
AttachmenKs) 

1) □ Notice of References Ctted (PTO-892) 4) □ Inten/iew Summary (PTO-413) Paper No(8). 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Infonnat Patent Application (PTO- 1 52) 

3) □ Infomwtion Disctosuro Statement(8| (PTO- 1449) Paper No(b). 6) □ Other: 
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1 . Newly submitted claims 21 ,22 (and claim 20 wherein the elected species has been 
deleted and replaced with FITC) are directed to a species that is distinct from the invention 
originally claimed for the following reasons. FITC is functionally and chemically distinct 
from the elected species (eg. alpha galactosyl antigen). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 20-22 are withdrawn from consideration as 
being directed to a non-elected species. See 37 CFR 1.142(b) and MPEP § 821. 

2. Claims 14-17,19 are under consideration. 



RESPONSE TO APPLICANTS ARGUMENTS 



3. Regarding priority for the claimed invention and the application of prior art, the 
claimed invention using folate is not disclosed in the parent applications to which priority 
is claimed and therefore the priority date for application of prior art is the filing date of the 
instant application. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

1 ?Wh!^hJT!f",h^" ''T^m^I '"-(1)3" application for patent, published under section 

l^lnlnXlT 'V^% ^"1'^" "y applicant for patent or (2) a 

patent granted on an application tor patent by another filed in the United States before the invention 
by the app .cant for patent, except that an international application filed under the treaty de "ned ir 
1?:^'^^^, Tllr- ^"^'^^ P"^P°^«« °f ^""section of an app catL Ited fnThe 
?,T f^^?^?/J^^^ international application designated the United States and was pubHst^ed 
under Article 21 (2) of such treaty in the English language. puonsnea 



5. 



Claims 14-17,19 stand rejected under 35 U.S.C. 102(e) as being anticipated by 
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Kranz et al.(US Patent 5,547,668) as evidenced by Borrebaeck et al. for the reasons 
elaborated In the previous Office Action. Applicants arguments have been considered and 
deemed not persuasive. 

Kranz et al. teach therapeutic conjugates containing folate covalently joined to a 
murine antibody (see column 4, third paragraph and column 7). Borrebaeck et al. disclose 
that the art recognized that murine antibodies contain alpha Gal which is bound by human 
anti alpha Gal antibodies(see page 477, second column). Thus, it is an inherent property 
of the conjugates taught by Kranz et al. that they contain the alpha Gal/ alpha galactosyl 
epitope. The conjugates are "cytomodulating" to the extent that they are not cytotoxic in the 
absence of exogenous effector mechanisms. 

Regarding applicants arguments and the terms "consisting essentially of, the MPEP 
section 21 1 1 .03 (Rev. 1 , Feb 2003) discloses: 

For the purposes of searching for and applying prior art under 35 U.S.C. 102 and 
103, absent a clear indication in the specification or claims of what the basic and novel 
characteristics actually are, "consisting essentially of ' will be construed as equivalent to 
"comprising." See, e.g., PPG, 156 F.3d at 1355, 48 USPQ2d at 1355 ("PPG could have 
defined the scope of the phrase consisting essentially of for purposes of its patent by 
making clear in its specification what it regarded as constituting a material change in the 
basic and novel characteristics of the invention."). See also In re Janakirama-Rao, 
317F.2d951, 954, 137USPQ893, 895-96 (CCPA 1963). 

In the instant application, there is no definition of the term "consisting essentially of in the 
context of the claimed invention and therefore the term will be treated as open language 
(eg. of the scope of comprising). Furthermore, even if the claims recited "consisting", the 
specification defines "alpha gal epitope" (A.K.A. alpha gal) as "any compound that binds 
to an antibody specific for alpha galactosyl" (A.K.A. alpha gal. see page 8. last paragraph). 
Borrebaeck et al. disclose that the art recognized that murine antibodies contain alpha Gal 
which is bound by human anti alpha Gal antibodies(see page 477, second column). 
Therefore, the murine antibody portion of the conjugate taught by Kranz et al. constitutes 
"alpha gal" as per the definition of said term in the specification and the instant claims read 
on murine antibody as the "alpha gal" component. 
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6. No claim is allowed. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS from 
the date of this final action. 



8. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. The faxing of such papers must conform with the notice published in the 
Official Gazette, 1096 OG 30 (November 1 5, 1 989). Papers should be faxed to Group 1600 
at (703) 308-4242. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Ron Schwadron whose telephone number is (703) 308- 
4680. The examiner can normally be reached Monday through Thursday from 7:30 to 
6:00. A message may be left on the examiners voice mail service. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Ms. Christina Chan 
can be reached on (703) 308-3973. Any inquiry of a general nature or relating to the status 
of this application should be directed to the Group 1600 receptionist whose telephone 
number is (703) 308-0196. 



Ron Schwadron, Ph.D. 
Primary Examiner 
Art Unit 1644 



RONALD B. SCHWADROiv 
GROUP iao&^ Ui^t? 



